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DETAILED ACTION 

1 . Applicant's arguments filed 08/31/06 have been fully considered but they are not 
persuasive. The rejections follow. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 6, 8, 9 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Marcley et al. 

The patent to Marcley discloses a method of playing a word forming card game. 
The game comprises a deck of 208 letter playing cards 10. Thus, there are at least 
seventy-two cards. 26 letters of the alphabet are repeated 8 times, col. 3, lines 15-18. 
Thus, there are at least four cards each of the letter S; three cards each of the letters B, 
C, D, F, M, P and T; at least two cards each of the letters G, H, L, N, R and W; one card 
each of the letters J, K, Q, V, X, Y and Z. Marcley's deck further includes two wild cards 
50, col. 3, line 59. It is inherent or obvious that the wild cards may be used to substitute 
any letter of the alphabet. Marcley's deck further includes special function card 
designation 30. 

To play Marcley's game each player is dealt a twelve card hand, col. 3, lines 55- 
56. The remaining cards are placed face down in a draw pile, removing a card from the 
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draw pile, and placing the card face up to start a discard pile, col. 3, lines 60-65. Each 
play then attempts to form a word using his/her twelve cards and using the special 
function card 30, col. 4, lines 1-6. During each player's turn, each player draws a card 
from the draw or discard pile, col. 4, lines 1 8-21 . It is inherent or obvious that if a player 
cannot form a word, the player forfeits his/her turn to the next player. The next player 
repeats the word forming sequence of forming a word and drawing a card from the draw 
or discard pile. The first player who completes a last formed word by drawing from the 
draw pile or discard pile is considered the winner, col. 4, lines 11-13. 

In regard to claim 15, in Marcley's game, if the draw pile is used up before the 
game ends, it would be inherent or it would have been obvious to reshuffle all cards in 
the discard pile and place the cards face down to form a new deck and continue playing 
until one of the players win. 

4. Claims 13, 14 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Marcley et al. as applied to claim 6 above, and further in view of (Zeng and 
Scrabble) 

The patent publication application to Zeng discloses a word forming card game 
teaches that it is known in word forming card games that use letter cards to form words, 
to form words similar to the game of Scrabble, paragraph [0170]. 

In regard to claim 13, in the game of Scrabble it is well known to use the "S" tile 
to convert a previously cast word by a current player to form a plural of the cast word. 
Furthermore in Scrabble, it is a well known rule for an opposing player to challenge a 
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player that placed a word, requiring the player that placed the word to state the meaning 
of the word. In view of such teaching, it would have been obvious to use Marcley's 
cards to play a game of Scrabble. The rules of using the "S" card to form plural words, 
and the rule allowing players to challenge would have been used. 

In regard to claim 14, Zeng's word forming card game uses a point system, see 
Zeng's cards 22-27, Fig. 1 . Point are awarded to a winner that forms a single word 
having the highest numerical rank or point value, paragraph [0210]. In view of such 
teaching, it would have been obvious to modify Marcley's cards by providing point 
values to each of Marcley's cards, similar to Scrabble. This modification would have 
made Marcley's playing cards adaptable to play different word forming games that use a 
point system like Scrabble. 

In regard to claim 16, Marcley's game limits the word size to 3 letters, 4 letters 
and 5 letters. Determining exactly the limit to size of the words being formed would 
have simply been a manufacturing design choice which is always obvious in the art. It 
is also well known in word forming games to limit the words, such as Scrabble to define 
a word category to be used, in Scrabble words found in the dictionary are acceptable, 
while words that are abbreviations, prefixes, suffixes, that have hypens or an 
apostrophe are unacceptable. Thus, determining exactly what words are acceptable in 
Marcley's modified game above would have simply been a manufacturing design choice 
which is always obvious in the art. 
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Allowable Subject Matter 

5. Claims 10 and 1 1 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, 1st paragraph to claims 6-16, and objection under 35 
U.S.C. 132(a) to the amendment filed 03/03/06, set forth in this Office action and to 
include all of the limitations of the base claim and any intervening claims. 

6. None of the cited references alone or in combination teach the claimed method 
of using two special function cards, and using three special function cards. 



Response to Arguments 

7. The Applicant has argued that Marclay et al.'s card game is a game of chance, 
that is, the player who can match the letters of the three words contained on the card of 
the second deck firstly, wins the game. This does not require forming words by an 
individual's learned vocabulary, that is, words which could be esoteric in nature, only 
known and used by a few. The Examiner takes the position that the Applicant is 
arguing against the reference individually. In response to Applicant's arguments 
against the references individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

The Applicant has also argued that although, Zeng and Scrabble are directed 
towards remotely similar applications, it is respectfully suggested that the combination 
of these references cannot be made without reference to Applicant's own invention. In 



Application/Control Number: 10/808,800 Page 6 

Art Unit: 3711 

response to applicant's argument that the Examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. 
But so long as it takes into account only knowledge which was within the level of 
ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. 
See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin H. Layno whose telephone number is (571) 
272-4424. The examiner can normally be reached on Monday-Friday, 1st Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eugene Kim can be reached on (571)272-4463. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Benjamin H. Layrro 
Primary Examiner 
Art Unit 371 1 
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